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EXAMINER'S ANSWER 



This is in response to the appeal brief filed November 7, 2005 
appealing from the Office action mailed May 5, 2005. 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest 
is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, 
interferences, or judicial proceedings which will directly 
affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the 
brief is correct. 

(4) Status of Amendments After Non- final 

No amendment after non- final has been filed. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the 
brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be 
reviewed on appeal is correct . 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix 
to the brief is correct. 
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(8) Evidence Relied Upon 



US 6,103,839 



Patel et al. 



08-2000 



US 6,174,978 Bl 



Hatsuda et al. 



01-2001 



EP 0 630 909 Al 



Nalco Chemical 



12-1994 



Company 



EP 0 296 331 Bl 



Cytec Technology 



02-1995 



Corp. 



US 6,911,499 Bl 



Brehm et al. 



06-2005 



(9) Grounds of Rejection 

The following ground (s) of rejection are applicable to the 
appealed claims: 

1. Claims 1-7, and 19-20 are rejected under 35 U.S.C. 102(e) 
as anticipated by or, in the alternative, under 35 U.S.C. 103(a) 
as obvious over Patel et al . (US-839) . 

U.S. 6,103,839 to Patel et al . discloses a continuous free 
radical polymerization process for producing water-soluble 
polymers (col. 2, lines 22-26). Prior art process provides good 
mixing, transport and control over molecular weight distribution 
and temperature, include continuously feeding monomers, 
initiators, chain transfer agents, etc. after the onset of 
initiation, and continuously withdrawing polymer solution (col. 
4, lines 24-61; col. 5, line 41 to col. 6, line 6; col. 6, lines 
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43-48; col. 7, line 19 to col. 8, line 3) with suitable 
experimental design. This would at least meet biasing the 
polymerization according to a "recurrent pattern". Suitable 
monomers, comonomers and initiators include those of presently 
claimed. Absence evidence of criticality for the process steps 
in obtaining the water-soluble polymer product or differences in 
the product, no patentability is seen for the instant product - 
by-process claims, because prior art water-soluble polymer 
composition containing the same product limitation as appellant, 
are commensurate in scope with the instant product. 
2. Claims 1-7, 9-17, and 19-20 are rejected under 35 
U.S.C. 102(b), (e) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Hatsuda et al . (US-978) 
or EP 0 630 909 Al or EP 0 296 331 Bl . 

US 6,174,978 to Hatsuda discloses a continuous 
polymerization process of producing water-absorbing resin. 
Specifically, prior art teaches controlling the maximum attained 
temperature of the polymerization system in the range of 60-95°C 
via cooling means applied to the contact face of the system and 
by removal of vapor generated in the upper space of the system 
(col. 2, lines 3-59; col. 5, lines 33-60). This. process embraces 
appellant's varying at least one parameter accordingly to a 
recurrent oscillating pattern as claimed, as temperature will 
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vary between 60-95°C in a recurring pattern as a function of 
regular time interval elapsed during prior art polymerization 
process . 

EP-909 discloses a continuous dispersion polymerization 
process of forming water-soluble polymer. Prior art process 
embodiments include monomer feed in increments (i.e. drop wise) 
over extended time period, subsequent to initial monomer feed, 
which clearly reads on the instant step of at least one 
parameter varied according to a recurrent pattern (page 5, lines 
33-42; page 7, lines 31-39). Other reaction components such as 
initiator, and chain transfer agents, may also be added 
incrementally. Suitable water-soluble monomers include those of 
instantly preferred (page 12, lines 5-55; see claims). Suitable 
reactor design was expressly taught in the reference, wherein 
experimental parameters (i.e. post -initiation monomer feed at 
consistent rates over time) is controlled and carried out (page 
13 , lines 30-51) . 

EP-331 discloses a process for preparing water-soluble 
polymer and the subsequent communication of the resulting 
product into powders. As per appellant's own disclosure on pages 
8-9, prior art teaches in Example 4 and Fig. 2 the mass flow of 
catalyst solution is varied by a regulator via metering valves 
28 and 30 according to a preselected pattern at regular time 
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intervals in a recurring pattern. Thus, anticipating the instant 
process claims. 

The instant process claims 9-19 are rejected over prior art 
processes, which teach controlling the polymerization 
temperature between 60-95°C over a regular time period, and/or 
the incremental addition of monomers (post-initiation monomer 
feed) during a continuous free radical polymerization process in 
the production of water-soluble polymer. The references defined 
incremental in terms of adding increments at consistent rate 
over a time period during polymerization (see EP-909, page 7, 
lines 34-36; page 13, lines 47-49) . In other words, incremental 
means adding monomer in increments with some time interval 
between additions. The examiner is of the position that the time 
intervals are routinely uniform in nature and, thus, would 
result in a regular oscillating pattern, unless the references 
specifically teach that they be done otherwise. Accordingly, 
this type of incremental addition would be at least prima facie 
obvious to one of ordinary skill in the art. The uniformly 
spaced addition of monomer would necessarily result in an 
oscillation of monomer content and would, therefore, meet both 
the claimed process and the product therefrom. 

The instant product -by-process claims 1-7, 19-20 is 
rejected over prior art product discussed above, which are 
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commensurate in scope with the instant product. In the absence 
clear and convincing evidence showing criticality in the process 
steps resulting in a patentably distinct product, and/or that 
the respective products do in fact differ in kind, patentability 
is not impacted by the product and process limitations relating 
to the means of obtaining the product. There is no evidence 
indicating appellant's process steps would result in a water- 
soluble polymer composition any different than from other 
polymerization techniques. 

3. Claims 1-7, 9-17, and 19-20 are rejected on the ground of 
nonstatutory obviousness- type double patenting as being 
unpatentable over claims 1-7 of U.S. Patent No. 6,911,499 Bl . 
Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the instant claims 
are generic to and encompass those in US-499. 

(10) Response to Argument 

Regarding claims 1-7, and 19-20, while appellant 
acknowledges that the composition is expressed in a product -by- 
process format, but argues that the structure and properties of 
polymers depend on how the polymerization is performed. The 
examiner is of the position that it is well settled that the 
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evaluation of such claims is based on the product rather than 
the process steps. It is the patentability of the product which 
must be established. In re Thorpe , 777 F.2d 695, 227 USPQ 964 
(Fed. Cir. 1985); In re Fitzgerald , 619 F.2d 67, 205 USPQ 594 
(CCPA 1980) . The product is unpatentable when the prior art 
discloses a product which reasonably appears to be either 
identical with or only slightly different from the claimed 
product. In re Marosi , 710 F.2d 799, 218 USPQ 289 (Fed. Cir. 
1983). Appellant's arguments amount to a general allegation of 
patentability, which cannot take place of factual evidence. 
Appellant's reliance on differences in process steps would be 
relevant under product -by-process principles only to the extent 
that they necessarily or inherently result in a different 
product. There is no evidence that such is the case here. 

Regarding the process claims 9-17, the examiner remains of 
the position that taken the broadest interpretation of the claim 
language "wherein at least one parameter biasing said 
polymerization is varied according to a recurrent pattern", 
prior art processes teach appellant's limitation as set forth in 
the Grounds of Rejection above. Polymerization parameters such 
as temperature control, incremental monomer addition (i.e. 
dropwise) over an extended time period embrace appellant's 
limitation. 
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Regarding the double patenting rejection over Brehm et al . 
(US-499) . Appellant argues prior art polymer has utility in 
absorb aqueous fluid and is not water-soluble as presently 
claimed. The examiner is of the position that depends on the 
extent of crosslink present in the polymer of US-499 (i.e. the 
amount of crosslinking agents used) , prior art polymer is not 
limited to be water- insoluble as asserted. The claimed polymer 
composition is still generic to and encompass prior art polymer. 

(11) Related Proceeding (s) Appendix 

No decision rendered by a court or the Board is identified 
by the examiner in the Related Appeals and Interferences section 
of this examiner's answer. 

For the above reasons, it is believed that the rejections 
should be sustained. 





James Seidreck, SPE 1711 



SPE 1713 



